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Preface

The changes during the past four years have been incremental but significant as

Congress and the courts try to adapt copyright to inexorable pressures of digital

technologies. These past four years have not seen blockbuster legislation such as the

Digital Millennium Copyright Act of 1998. If Congress has been relatively dormant in

copyright during this time frame, the Supreme Court, by comparison, has been active in

field during the past four years. I have incorporated into this treatise important Supreme

Court cases such as Golan v. Holder, sustaining the constitutionality of restoration of

copyright; Kirstaeng v. Harper and Row, internationalizing the first sale doctrine; and

ABC v. Aereo, attempting to reconcile a “troublesome” digital technology with the public

performance right. As always, I have included commentary on the most important cases

decided by the federal courts.

As I have said in each of my prefaces to previous editions, I am privileged to have

collaborated on a related project as co-author with Craig Joyce, Peter Jaszi, Tyler Ochoa,

and Michael Carroll on Copyright Law, now its Ninth Edition (2013). Their insights on

the subject matter of copyright have enriched my knowledge enormously.

My special thanks to Cristina Gegenschatz for her professional editorial skills, and to

Anna Wortham, third year student at Indiana University, Maurer School of Law, who

tirelessly worked with me to update materials for this new edition.

iii





Table of Contents

Chapter 1 INTRODUCTION TO COPYRIGHT AND

INTELLECTUAL PROPERTY LAW . . . . . . . . . . . . . . . . . 1

§ 1.01 INTRODUCTION AND CHAPTER OVERVIEW . . . . . . . . . . . . . . . . . . 1

Part I. HISTORICAL OVERVIEW OF COPYRIGHT . . . . . . . . . . . . . . . . . . . . 4

§ 1.02 FROM THE BEGINNINGS TO THE STATUTE OF ANNE (1710) . . . . . 4

§ 1.03 FROM THE CONSTITUTION TO THE COPYRIGHT ACT OF 1909 . . . 6

§ 1.04 THE 1909 ACT . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 8

[A] General Provisions of the 1909 Act . . . . . . . . . . . . . . . . . . . . . . . . . . . 8

[B] United States’s Exclusion from the Berne Convention . . . . . . . . . . . . . . 8

[C] Legislative Attempts to Re-tool the 1909 Act . . . . . . . . . . . . . . . . . . . . 9

§ 1.05 THE COPYRIGHT ACT OF 1976 . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 9

[A] Important Changes in the 1976 Act . . . . . . . . . . . . . . . . . . . . . . . . . . . 9

[B] The Berne Convention Implementation Act of 1988 . . . . . . . . . . . . . . . 12

[C] Amendments to the Copyright Since 1978 . . . . . . . . . . . . . . . . . . . . . . 13

[D] The Continuing Importance of the 1909 Act and the 1976 Act as

Originally Enacted . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 15

[E] Copyright Legislation In Perspective . . . . . . . . . . . . . . . . . . . . . . . . . 15

Part II. JUSTIFICATIONS FOR COPYRIGHT LAW . . . . . . . . . . . . . . . . . . . 17

§ 1.06 GENERALLY . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 17

§ 1.07 THE NATURAL LAW JUSTIFICATION . . . . . . . . . . . . . . . . . . . . . . . 18

[A] Natural Law and the Author . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 18

[B] Locke and the Labor Model . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 18

[C] Hegel and the Personality Model . . . . . . . . . . . . . . . . . . . . . . . . . . . . 20

§ 1.08 THE UTILITARIAN CONCEPTION OF COPYRIGHT LAW . . . . . . . . 21

[A] The Economic Rationale of the Copyright Clause . . . . . . . . . . . . . . . . 21

[B] Why Should Property Rights Be Created for Information? . . . . . . . . . . 22

§ 1.09 THE FUTURE OF COPYRIGHT AND THE DIGITAL

CHALLENGE . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 25

[A] From Gutenberg to the Internet . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 25

[B] The Digital Challenge and Copyright Law . . . . . . . . . . . . . . . . . . . . . 27

[C] The Future of Copyright . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 30

Part III. COPYRIGHT, PATENT, AND TRADEMARK COMPARED . . . . . . . 31

§ 1.10 GENERALLY . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 31

§ 1.11 PATENT LAW . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 32

[A] Generally . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 32

[B] Procedures for Obtaining a Patent . . . . . . . . . . . . . . . . . . . . . . . . . . . 32

[C] Kinds of Patents . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 33

v



[D] Utility Patents: Requirements for Validity . . . . . . . . . . . . . . . . . . . . . . 34

[E] Patent Infringement . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 36

§ 1.12 TRADEMARK LAW . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 36

[A] Generally . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 36

[B] Federal Registration of Trademarks . . . . . . . . . . . . . . . . . . . . . . . . . . 37

[C] Federal Unfair Competition Law: Section 43(a) of the Lanham Act . . . . 38

[D] Trademark Infringement . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 39

[E] Trademark Dilution . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 39

§ 1.13 CHART COMPARING COPYRIGHT, PATENT, AND

TRADEMARK . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 41

§ 1.14 STATE INTELLECTUAL PROPERTY LAW . . . . . . . . . . . . . . . . . . . . 42

[A] Trade Secrets . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 42

[B] Unfair Competition Law . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 43

[C] Common Law Copyright . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 44

[D] The Right of Publicity . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 44

[E] Misappropriation . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 46

Chapter 2 SUBJECT MATTER OF COPYRIGHT: GENERAL

STANDARDS . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 49

§ 2.01 INTRODUCTION AND CHAPTER OVERVIEW . . . . . . . . . . . . . . . . . 49

Part I. FIXATION . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 50

§ 2.02 FIXATION AND THE DISTINCTION BETWEEN THE MATERIAL

OBJECT AND THE COPYRIGHT . . . . . . . . . . . . . . . . . . . . . . . . . . . . 50

§ 2.03 TANGIBLE MEDIUM OF EXPRESSION . . . . . . . . . . . . . . . . . . . . . . 51

[A] The Fixation Requirement: Generally . . . . . . . . . . . . . . . . . . . . . . . . . 51

[B] “Fixed Under the Authority of the Author” . . . . . . . . . . . . . . . . . . . . . 52

[C] Perception by Machine or Device . . . . . . . . . . . . . . . . . . . . . . . . . . . . 53

[D] Fixation and the Digital Challenge: RAM Copies and Videogames . . . . 54

[1] RAM Copies . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 54

[2] Videogames . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 54

§ 2.04 THE ANTI-BOOTLEG PROVISIONS: AN EXCEPTION TO THE

FIXATION REQUIREMENT? . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 55

§ 2.05 WORKS NOT FIXED IN A TANGIBLE MEDIUM OF EXPRESSION:

COMMON LAW COPYRIGHT . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 58

Part II. ORIGINALITY AND AUTHORSHIP . . . . . . . . . . . . . . . . . . . . . . . . . 59

§ 2.06 ORIGINAL AND CREATIVE AUTHORSHIP . . . . . . . . . . . . . . . . . . . 59

[A] Generally . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 59

[B] Independent Creation . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 60

[C] The Quantum of Originality: Creative Authorship . . . . . . . . . . . . . . . . 61

Part III. COMPILATIONS AND DERIVATIVE WORKS . . . . . . . . . . . . . . . . 63

Table of Contents

vi



§ 2.07 COMPILATIONS AND DERIVATIVE WORKS . . . . . . . . . . . . . . . . . . 63

§ 2.08 DERIVATIVE WORKS . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 64

[A] Originality in Derivative Works . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 64

[B] Originality in Derivative Works: Reproductions of Works of Art . . . . . . 65

[C] Digital Processes and Creative Authorship: The Colorization

Controversy . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 68

§ 2.09 OTHER ISSUES IN THE SCOPE OF PROTECTION OF DERIVATIVE

WORKS . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 69

[A] The Lawful Use Requirement . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 69

[B] Use of Derivative Works in the Public Domain . . . . . . . . . . . . . . . . . . 71

§ 2.10 COMPILATIONS: GENERALLY . . . . . . . . . . . . . . . . . . . . . . . . . . . . 72

§ 2.11 ORIGINALITY IN COMPILATIONS . . . . . . . . . . . . . . . . . . . . . . . . . . 72

[A] Originality in Compilations: An Overview . . . . . . . . . . . . . . . . . . . . . 72

[B] The Feist Case and the Demise of the Industrious Effort Doctrine . . . . . 73

[C] Originality in Selection and Arrangement After Feist . . . . . . . . . . . . . 75

[1] From the White Pages to the Yellow Pages . . . . . . . . . . . . . . . . . . . 75

[2] Originality in Selection . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 76

[3] Originality in Arrangement . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 77

[D] Computer Databases . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 77

[E] Protection of Databases Outside Copyright Law: Toward a Sui Generis

Federal Right . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 79

§ 2.12 COLLECTIVE WORKS . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 81

Part IV. NON-COPYRIGHTABLE SUBJECT MATTER . . . . . . . . . . . . . . . . 82

§ 2.13 IDEAS AND SYSTEMS UNDER § 102(b) . . . . . . . . . . . . . . . . . . . . . . 82

[A] Generally . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 82

[B] Idea and Expression: The Doctrine of Baker v. Selden . . . . . . . . . . . . . 85

[1] The Nature of Functional Works: Patent Policy and Copyright

Law . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 85

[2] The Use/Explanation Dichotomy and the Merger Doctrine . . . . . . . . 87

[3] Functionality and Standardization: Graphical User Interfaces, Menu

Hierarchies, and the Merger Doctrine . . . . . . . . . . . . . . . . . . . . . . . 89

[4] The Merger Doctrine and Scènes à Faire . . . . . . . . . . . . . . . . . . . . 91

[C] Fictional Literary Characters . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 92

[D] Historical Research . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 94

§ 2.14 OTHER ISSUES ON NON-COPYRIGHTABLE SUBJECT MATTER . . 96

[A] Copyright in Immoral, Illegal, and Obscene Works and Other Works of

Negative Utility . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 96

[B] Government Works . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 98

[1] Works of the United States Government . . . . . . . . . . . . . . . . . . . . . 98

[2] Works of State Governments . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 99

Table of Contents

vii



Chapter 3 WORKS OF AUTHORSHIP: CATEGORIES OF

COPYRIGHTABLE SUBJECT MATTER . . . . . . . . . . . . 101

§ 3.01 INTRODUCTION AND CHAPTER OVERVIEW . . . . . . . . . . . . . . . . 101

Part I. WORKS OF AUTHORSHIP: OVERVIEW . . . . . . . . . . . . . . . . . . . . . 101

§ 3.02 THE EIGHT CATEGORIES . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 101

[A] Generally . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 101

[B] Excluded Writings . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 102

[C] Copyrightable Subject Matter: The 1909 and 1976 Acts Compared . . . 103

[D] Importance of How a Work Is Categorized . . . . . . . . . . . . . . . . . . . . 104

Part II. LITERARY WORKS . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 105

§ 3.03 GENERALLY . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 105

§ 3.04 COMPUTER PROGRAMS (SOFTWARE) . . . . . . . . . . . . . . . . . . . . . 106

[A] Historical Background: CONTU . . . . . . . . . . . . . . . . . . . . . . . . . . . 106

[B] Copyrightability of Programs: Initial Doubts . . . . . . . . . . . . . . . . . . . 107

§ 3.05 COMPUTER TECHNOLOGY . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 107

[A] Computer Hardware: The Basics . . . . . . . . . . . . . . . . . . . . . . . . . . . 107

[B] Computer Software: Development Stages . . . . . . . . . . . . . . . . . . . . . 108

[C] Application and Operating System Programs . . . . . . . . . . . . . . . . . . . 109

§ 3.06 COMPUTER PROGRAMS IN THE COURTS: APPLE COMPUTER,

INC. v. FRANKLIN COMPUTER CORP. . . . . . . . . . . . . . . . . . . . . . . 109

[A] Apple Computer, Inc. v. Franklin Computer Corp.: The Issues

Involved . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 109

[B] Copyright in a Program Expressed in Object Code . . . . . . . . . . . . . . . 110

[C] Copyrightability of a Program Embedded in a ROM . . . . . . . . . . . . . . 110

[D] Copyrightability of Operating Systems . . . . . . . . . . . . . . . . . . . . . . . 110

§ 3.07 COMPUTER-GENERATED WORKS . . . . . . . . . . . . . . . . . . . . . . . . 112

§ 3.08 OTHER FORMS OF INTELLECTUAL PROPERTY PROTECTION

FOR COMPUTER SOFTWARE . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 113

[A] Trade Secret Protection for Computer Software . . . . . . . . . . . . . . . . . 113

[B] Patent Law Protection for Computer Software . . . . . . . . . . . . . . . . . . 114

[C] State Contract Law . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 116

[D] Protecting Technological Safeguards: The Digital Millennium

Copyright Act . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 117

§ 3.09 SEMICONDUCTOR CHIPS . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 118

[A] The Technological Background, the Economic Stakes, and the Legal

Dilemma . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 118

[B] The Semiconductor Chip Act: Statutory Overview . . . . . . . . . . . . . . . 119

Part III. PICTORIAL, GRAPHIC, AND SCULPTURAL WORKS: THE

UTILITARIAN OBJECT . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 121

§ 3.10 GENERALLY . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 121

Table of Contents

viii



§ 3.11 WORKS OF APPLIED ART AND THE DESIGN OF USEFUL

OBJECTS . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 121

§ 3.12 INDUSTRIAL DESIGN UNDER THE 1976 ACT . . . . . . . . . . . . . . . . 123

§ 3.13 PHYSICAL SEPARABILITY: ESQURE v. RINGER . . . . . . . . . . . . . . 123

§ 3.14 CONCEPTUAL SEPARABILITY . . . . . . . . . . . . . . . . . . . . . . . . . . . 125

§ 3.15 OTHER FORMS OF PROTECTION FOR WORKS OF APPLIED

ART: VESSEL HULL DESIGNS, DESIGN PATENT, AND

PROPOSED DESIGN LEGISLATION . . . . . . . . . . . . . . . . . . . . . . . . 128

[A] Design Patent . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 128

[B] Design Legislation . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 130

[C] Protection of Design Under Trademark and Unfair Competition

Law . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 131

[D] The Sui Generis Protection of Vessel Hull Designs . . . . . . . . . . . . . . 132

§ 3.16 ARCHITECTURAL WORKS . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 134

[A] Generally . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 134

[B] Architectural Works Constructed Before December 1, 1990 . . . . . . . . 134

[1] Architectural Structures . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 134

[2] Architectural Plans, Models, and Drawings . . . . . . . . . . . . . . . . . . 135

[C] The Architectural Works Protection Act of 1990 . . . . . . . . . . . . . . . . 136

[1] Scope of Protection . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 136

[2] Limitations on the Exclusive Rights of an Architectural Work . . . . . 138

§ 3.17 MAPS . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 139

Part IV. OTHER CATEGORIES OF COPYRIGHTABLE SUBJECT

MATTER . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 141

§ 3.18 MUSICAL WORKS . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 141

§ 3.19 SOUND RECORDINGS . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 142

[A] Distinguishing the Sound Recording from Other Works of Authorship

and the Phonorecord . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 142

[B] Originality in Sound Recordings . . . . . . . . . . . . . . . . . . . . . . . . . . . . 143

[C] No Federal Protection for Pre-1972 Sound Recordings . . . . . . . . . . . . 143

§ 3.20 DRAMATIC WORKS . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 144

§ 3.21 PANTOMIMES AND CHOREOGRAPHIC WORKS . . . . . . . . . . . . . . 145

§ 3.22 MOTION PICTURES AND OTHER AUDIOVISUAL WORKS . . . . . . 146

Chapter 4 PUBLICATION, NOTICE, AND OTHER

FORMALITIES . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 149

§ 4.01 INTRODUCTION AND CHAPTER OVERVIEW . . . . . . . . . . . . . . . . 149

Part I. PUBLICATION . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 151

§ 4.02 PUBLICATION: ITS ROLE IN COPYRIGHT LAW . . . . . . . . . . . . . . 151

[A] Generally . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 151

[B] Historical Overview of the Publication Doctrine . . . . . . . . . . . . . . . . 152

Table of Contents

ix



[C] Justification of the Publication Doctrine . . . . . . . . . . . . . . . . . . . . . . 152

§ 4.03 “PUBLICATION” DEFINED . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 153

§ 4.04 PUBLICATION UNDER THE 1909 ACT: ITS CONTINUING

IMPORTANCE . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 154

§ 4.05 TWO COURT-MADE EFFORTS TO AMELIORATE THE

PUBLICATION REQUIREMENT’S HARSH EFFECT UNDER THE

1909 ACT . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 155

[A] Generally . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 155

[B] Divestive and Investive Publication . . . . . . . . . . . . . . . . . . . . . . . . . 155

[C] Limited versus General Publication . . . . . . . . . . . . . . . . . . . . . . . . . 156

§ 4.06 THE IMPORTANCE OF PUBLICATION UNDER THE 1976 ACT . . . 159

[A] Generally . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 159

[B] Publication and Compliance with Formalities . . . . . . . . . . . . . . . . . . 159

[C] Publication and International Copyright . . . . . . . . . . . . . . . . . . . . . . 160

[D] Publication: Durational Consequences . . . . . . . . . . . . . . . . . . . . . . . 160

§ 4.07 SPECIAL PUBLICATION CONTEXTS: 1909 AND 1976 ACTS

COMPARED . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 160

[A] Performance as Publication . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 160

[B] Publication by Display . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 161

[C] The Distribution of Phonorecords as Publication of the Sound

Recording and the Musical Work . . . . . . . . . . . . . . . . . . . . . . . . . . . 162

[D] Publication of a Derivative Work . . . . . . . . . . . . . . . . . . . . . . . . . . . 163

Part II. NOTICE . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 165

§ 4.08 GENERALLY: JUSTIFICATION FOR NOTICE REQUIREMENT . . . . 165

[A] The Background . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 165

[B] Abrogation of the Notice Requirement: The Berne Convention

Implementation Act of 1988 . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 166

[C] Chart: Notice Provisions for Published Works Under the 1909, 1976,

and Berne Convention Implementation Acts . . . . . . . . . . . . . . . . . . . 167

§ 4.09 NOTICE REQUIREMENTS UNDER THE 1976 ACT BEFORE THE

BERNE CONVENTION IMPLEMENTATION ACT OF 1988

AMENDMENTS . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 167

§ 4.10 FORM AND POSITION OF NOTICE UNDER THE 1976 ACT . . . . . . 168

[A] Form of Notice on Copies . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 168

[B] Form of Notice on Phonorecords for Sound Recordings . . . . . . . . . . . 169

[C] Year Date . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 170

[D] Name of Copyright Owner . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 170

[E] Location of the Notice . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 170

§ 4.11 OMISSION OF NOTICE . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 171

[A] Generally . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 171

[B] Omission of Notice and Forfeiture of Copyright . . . . . . . . . . . . . . . . . 172

[C] Omission of Notice: The Savings Provision . . . . . . . . . . . . . . . . . . . . 173

Table of Contents

x



[D] Discovery of Omission . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 174

[E] Reasonable Efforts to Cure Omitted Notice . . . . . . . . . . . . . . . . . . . . 175

[F] Discovery of Omitted Notice After the Berne Convention

Implementation Act . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 176

[G] Omitted Notice and Innocent Infringement . . . . . . . . . . . . . . . . . . . . 176

§ 4.12 ERROR IN NAME AND DATE . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 177

[A] Generally . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 177

[B] Error in Name . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 178

[C] Error in Date . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 178

[D] Omission of Name or Date . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 179

§ 4.13 SPECIAL NOTICE SUBSECTIONS . . . . . . . . . . . . . . . . . . . . . . . . . . 179

[A] Notice for Publications Containing Government Works . . . . . . . . . . . 179

[B] Notice for Contribution to Collective Works . . . . . . . . . . . . . . . . . . . 180

§ 4.14 NOTICE UNDER THE 1909 ACT . . . . . . . . . . . . . . . . . . . . . . . . . . . 181

[A] Generally . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 181

[B] Form of Notice . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 182

[C] Location of Notice . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 183

[D] Year Date . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 183

[E] Omission of Notice . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 183

[F] U.S. Works First Published Outside the United States . . . . . . . . . . . . . 184

Part III. THE MANUFACTURING CLAUSE . . . . . . . . . . . . . . . . . . . . . . . . 186

§ 4.15 THE DEMISE BUT CONTINUING IMPORTANCE OF THE

MANUFACTURING CLAUSE . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 186

§ 4.16 THE MANUFACTURING CLAUSE UNDER THE 1976 ACT . . . . . . . 187

[A] Generally . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 187

[B] The “Preponderantly” Requirement . . . . . . . . . . . . . . . . . . . . . . . . . 187

[C] Exceptions to the Manufacturing Provisions . . . . . . . . . . . . . . . . . . . 187

[D] Effect of Non-Compliance Under the 1976 Act . . . . . . . . . . . . . . . . . 188

§ 4.17 THE MANUFACTURING CLAUSE UNDER THE 1909 ACT . . . . . . . 188

[A] Generally . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 188

[B] Ad Interim Protection . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 188

[C] Forfeiture by False Affidavit and General Non-Compliance . . . . . . . . . 189

Chapter 5 OWNERSHIP OF COPYRIGHT . . . . . . . . . . . . . . . . . . . 191

§ 5.01 INTRODUCTION AND CHAPTER OVERVIEW . . . . . . . . . . . . . . . . 191

Part I. INITIAL OWNERSHIP: WORKS MADE FOR HIRE AND JOINT

WORKS . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 192

§ 5.02 WORKS MADE FOR HIRE . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 192

[A] Generally . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 192

[B] Works Made for Hire: An Overview of the Basic Standards . . . . . . . . 193

Table of Contents

xi



§ 5.03 DISTINGUISHING BETWEEN EMPLOYERS AND INDEPENDENT

CONTRACTORS . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 195

[A] Clarifying the Categories: Community for Creative Non-Violence v.

Reid . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 195

[B] Who is an “Employee”: Applying the Restatement of Agency Criteria

After CCNV . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 198

[C] CCNV in Perspective: Will It Help the Independent Contractor? . . . . . 198

§ 5.04 WORKS PREPARED WITHIN THE SCOPE OF EMPLOYMENT . . . . 199

§ 5.05 WORKS MADE FOR HIRE UNDER THE 1909 ACT . . . . . . . . . . . . . 201

§ 5.06 JOINT WORKS UNDER THE 1976 ACT . . . . . . . . . . . . . . . . . . . . . . 203

[A] Generally . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 203

[B] Intent to Create a Joint Work . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 203

[C] Joint Work Authorship: Copyrightability and Ownership of Individual

Contributions . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 206

[D] Joint Works Created by Non-Collaborative Means . . . . . . . . . . . . . . . 208

[E] Consequences of Joint Ownership . . . . . . . . . . . . . . . . . . . . . . . . . . 208

[F] Joint Works and Derivative Works Compared . . . . . . . . . . . . . . . . . . 209

§ 5.07 JOINT OWNERSHIP UNDER THE 1909 ACT . . . . . . . . . . . . . . . . . . 210

§ 5.08 OWNERSHIP OF CONTRIBUTIONS TO COLLECTIVE WORKS . . . 211

[A] Distinguishing Between Copyright in the Collective Work and

Copyright in a Contribution to the Collective Work . . . . . . . . . . . . . . 211

[B] The Collective Works and the Revision Right in the Digital

Environment . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 212

§ 5.09 OWNERSHIP OF COPYRIGHT AS DISTINGUISHED FROM

OWNERSHIP OF THE MATERIAL OBJECT: THE PUSHMAN

DOCTRINE . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 214

Part II. TRANSFERS OF COPYRIGHT INTERESTS . . . . . . . . . . . . . . . . . . 215

§ 5.10 DIVISIBILITY OF COPYRIGHT . . . . . . . . . . . . . . . . . . . . . . . . . . . . 215

[A] Generally . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 215

[B] Consequences of Divisibility: Standing to Sue . . . . . . . . . . . . . . . . . . 216

[C] Does an Exclusive Licensee Have the Right to Sublicense the

Copyrighted Work? . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 216

§ 5.11 INDIVISIBILITY OF OWNERSHIP UNDER THE 1909 ACT . . . . . . . 217

§ 5.12 DRAFTING AND CONSTRUING LICENSES . . . . . . . . . . . . . . . . . . 219

[A] In General . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 219

[B] The Problem of New Media . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 219

§ 5.13 TRANSFERS OF COPYRIGHT: THE WRITING REQUIREMENT . . . 222

[A] The 1976 Act . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 222

[B] The Writing Requirement Under the 1909 Act . . . . . . . . . . . . . . . . . . 224

§ 5.14 RECORDATION . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 224

[A] Generally: The Importance of Recordation . . . . . . . . . . . . . . . . . . . . 224

Table of Contents

xii



[B] What Should Be Recorded? . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 225

[C] Recordation: Priority Between Conflicting Transfers (Assignments and

Exclusive Licenses) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 226

[D] Priority Between a Transferee and a Non-Exclusive Licensee . . . . . . . 227

[E] Reliance on Copyright Office Records: Practical Limitations . . . . . . . . 227

[F] Recordation Under the 1909 Act . . . . . . . . . . . . . . . . . . . . . . . . . . . 228

§ 5.15 INVOLUNTARY TRANSFERS . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 228

§ 5.16 ORPHAN WORKS: WORKS WHOSE COPYRIGHT OWNERS

CANNOT BE FOUND . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 229

[A] The Orphan Works Dilemma . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 229

[B] Orphan Works Legislation . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 230

Chapter 6 DURATION, RENEWAL, TERMINATION OF

TRANSFERS, AND RESTORATION OF

COPYRIGHT . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 231

§ 6.01 INTRODUCTION AND CHAPTER OVERVIEW . . . . . . . . . . . . . . . . 231

Part I. DURATION . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 232

§ 6.02 GENERALLY: THE 1909 AND 1976 ACTS COMPARED . . . . . . . . . . 232

§ 6.03 THE COPYRIGHT TERM EXTENSION ACT OF 1998: ITS HISTORY

AND JUSTIFICATION . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 234

[A] From Life-Plus-Fifty to Life-Plus-Seventy . . . . . . . . . . . . . . . . . . . . 234

[B] The Constitutional Challenge: Eldred v. Ashcroft and Beyond . . . . . . . 235

§ 6.04 THE MECHANICS OF DURATION UNDER THE 1976 ACT . . . . . . . 237

[A] All Terms Run to the End of the Calendar Year . . . . . . . . . . . . . . . . . 237

[B] The Basic Term: Life of the Author Plus Seventy Years . . . . . . . . . . . 237

[C] Anonymous and Pseudonymous Works and Works Made for Hire . . . . 237

[D] Joint Works . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 238

[E] Duration of Sound Recordings: The Special Status of Sound

Recordings Fixed Before February 15, 1972 . . . . . . . . . . . . . . . . . . . 238

[F] Death Records . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 239

[G] Works Created But Not Published or Copyrighted Before January 1,

1978 . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 239

Part II. RENEWAL . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 240

§ 6.05 WORKS PUBLISHED OR COPYRIGHTED BEFORE JANUARY 1,

1978: AN OVERVIEW . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 240

[A] Generally . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 240

[B] The Renewal Registration Requirement Under the 1976 Act . . . . . . . . 240

[C] Works in Their Second Term as of January 1, 1978 . . . . . . . . . . . . . . 241

[D] Summary Chart: Duration Under the 1976 Act . . . . . . . . . . . . . . . . . . 242

§ 6.06 RENEWAL: COPYRIGHTS IN THE FIRST TERM AS OF 1978 . . . . . 243

[A] Generally: The Continuation of the Renewal System Under the 1976

Table of Contents

xiii



Act . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 243

[B] Renewal Claimants . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 244

§ 6.07 EXCEPTIONS TO THE AUTHOR’S RIGHT TO THE RENEWAL

TERM . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 245

[A] Generally . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 245

[B] Posthumous Works . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 245

[C] Composite Works and Corporate Works . . . . . . . . . . . . . . . . . . . . . . 246

[D] Employer of a Work Made for Hire . . . . . . . . . . . . . . . . . . . . . . . . . 246

§ 6.08 TRANSFERS OF THE RENEWAL TERM: FISHER v. WITMARK . . . . 247

§ 6.09 AUTOMATIC RENEWAL FOR COPYRIGHTS ORIGINALLY

SECURED BETWEEN JANUARY 1, 1964 AND DECEMBER 31,

1977 . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 248

[A] Generally . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 248

[B] How Automatic Renewal Works . . . . . . . . . . . . . . . . . . . . . . . . . . . 249

[1] Permissive Renewal . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 249

[2] Clarifying the Vesting Problem . . . . . . . . . . . . . . . . . . . . . . . . . . . 249

[C] Continuing Incentives to Register . . . . . . . . . . . . . . . . . . . . . . . . . . . 250

§ 6.10 THE RENEWAL TERM AND DERIVATIVE WORKS . . . . . . . . . . . . 251

[A] Generally . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 251

[B] Stewart v. Abend: Demise of the New Property Theory of Derivative

Works . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 252

[C] Stewart v. Abend Reassessed . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 253

Part III. TERMINATION OF TRANSFERS . . . . . . . . . . . . . . . . . . . . . . . . . 254

§ 6.11 TERMINATION GENERALLY . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 254

[A] Sections 304(c), 304(d) and 203 Distinguished. . . . . . . . . . . . . . . . . . 254

[B] “Agreements to the Contrary” . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 255

§ 6.12 TERMINATION OF THE EXTENDED RENEWAL TERM UNDER

§§ 304(c) AND 304(d) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 257

[A] Termination of the Extended Renewal Term . . . . . . . . . . . . . . . . . . . 257

[B] The Mechanics of § 304(c) and 304(d) . . . . . . . . . . . . . . . . . . . . . . . 259

§ 6.13 TERMINATION FORMALITIES . . . . . . . . . . . . . . . . . . . . . . . . . . . . 261

§ 6.14 TERMINATION OF TRANSFER UNDER § 203 . . . . . . . . . . . . . . . . . 262

§ 6.15 SECTIONS 304(c) AND 203 COMPARED . . . . . . . . . . . . . . . . . . . . . 264

§ 6.16 SOME WORKS ENJOY NO TERMINATION RIGHT, AND OTHER

WORKS HAVE BOTH TERMINATION AND RENEWAL

RIGHTS . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 265

[A] Certain Grants Subject to No Termination . . . . . . . . . . . . . . . . . . . . . 265

[B] Grants Subject to Both Termination and Renewal . . . . . . . . . . . . . . . 266

§ 6.17 TERMINATION OF TRANSFERS AND DERIVATIVE WORKS

EXCEPTION . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 266

Part IV. RESTORATION OF COPYRIGHT IN WORKS PREVIOUSLY IN

Table of Contents

xiv



THE PUBLIC DOMAIN . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 268

§ 6.18 RETROACTIVITY UNDER ARTICLE 18 OF THE BERNE

CONVENTION AND THE CONSTITUTIONAL DILEMMA . . . . . . . . 268

§ 6.19 RESTORATION OF COPYRIGHT IN CERTAIN FOREIGN PUBLIC

DOMAIN WORKS UNDER SECTION 104A: FROM NAFTA TO THE

URUGUAY ROUND AGREEMENTS ACT . . . . . . . . . . . . . . . . . . . . 269

[A] The North American Free Trade Agreement Act . . . . . . . . . . . . . . . . 269

[B] The Uruguay Round Agreements Act . . . . . . . . . . . . . . . . . . . . . . . . 270

[1] Requirements for Restoration . . . . . . . . . . . . . . . . . . . . . . . . . . . . 270

[2] The Special Case of Reliance Parties . . . . . . . . . . . . . . . . . . . . . . . 272

[C] The Constitutionality of Restoration: Golan v. Holder . . . . . . . . . . . . 273

Chapter 7 COPYRIGHT REGISTRATION AND DEPOSIT . . . . . . 277

§ 7.01 INTRODUCTION AND CHAPTER OVERVIEW . . . . . . . . . . . . . . . . 277

Part I. REGISTRATION . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 277

§ 7.02 THE COPYRIGHT OFFICE . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 277

§ 7.03 WHY A REGISTRATION SYSTEM? . . . . . . . . . . . . . . . . . . . . . . . . . 280

§ 7.04 REGISTRATION OF COPYRIGHT: AN OVERVIEW . . . . . . . . . . . . . 281

§ 7.05 REGISTRATION PROCEDURES . . . . . . . . . . . . . . . . . . . . . . . . . . . 282

[A] Generally . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 282

[B] Expediting and Streamlining the Process: Special Handling and Pre-

Registration Procedures . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 282

[C] Copyright Application Forms and Deposit Copies . . . . . . . . . . . . . . . 283

[D] Examination of a Claim to Copyright . . . . . . . . . . . . . . . . . . . . . . . . 284

§ 7.06 THE IMPORTANCE OF REGISTRATION . . . . . . . . . . . . . . . . . . . . . 285

[A] Prerequisite to Bringing Suit for Infringement . . . . . . . . . . . . . . . . . . 285

[B] Registration as Prima Facie Evidence of Validity . . . . . . . . . . . . . . . 287

[C] Registration as a Prerequisite for Obtaining Statutory Damages and

Attorney’s Fees . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 288

[D] The Interplay of Registration and Recordation . . . . . . . . . . . . . . . . . . 289

§ 7.07 REGISTRATION OF DERIVATIVE WORKS AND INDIVIDUAL

COMPONENTS OF COLLECTIVE WORKS . . . . . . . . . . . . . . . . . . . 289

[A] The Importance of Registration . . . . . . . . . . . . . . . . . . . . . . . . . . . . 289

[B] Derivative Works and the Registration Requirement . . . . . . . . . . . . . . 290

[C] Registration of Collective Works and Their Individual Components . . . 290

§ 7.08 REFUSAL OF REGISTRATION: § 411(a) . . . . . . . . . . . . . . . . . . . . . 291

§ 7.09 REGISTRATION UNDER THE 1909 ACT: THE “PROMPT” DEPOSIT

AND REGISTRATION REQUIREMENT . . . . . . . . . . . . . . . . . . . . . . 292

§ 7.10 SUMMARY CHART: REGISTRATION PROVISIONS FOR

PUBLISHED WORKS UNDER THE 1909, 1976, AND BERNE

CONVENTION IMPLEMENTATION ACTS . . . . . . . . . . . . . . . . . . . 293

Table of Contents

xv



Part II. DEPOSIT . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 294

§ 7.11 GENERALLY . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 294

§ 7.12 MANDATORY DEPOSIT FOR THE LIBRARY OF CONGRESS . . . . 294

§ 7.13 FAILURE TO COMPLY WITH DEPOSIT REQUIREMENTS . . . . . . . 294

§ 7.14 MECHANICS OF DEPOSIT . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 295

§ 7.15 MANDATORY DEPOSIT UNDER § 407 AND THE DEPOSIT

REQUIREMENT FOR REGISTRATION UNDER § 408

COMPARED . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 296

§ 7.16 SUMMARY CHART: DEPOSIT PROVISIONS FOR PUBLISHED

WORKS UNDER THE 1909, 1976, AND BERNE CONVENTION

IMPLEMENTATION ACTS . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 297

§ 7.17 THE FUTURE OF THE COPYRIGHT OFFICE . . . . . . . . . . . . . . . . . . 297

Chapter 8 THE EXCLUSIVE RIGHTS AND THEIR

LIMITATIONS . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 299

§ 8.01 INTRODUCTION AND CHAPTER OVERVIEW . . . . . . . . . . . . . . . . 299

Part I. EXCLUSIVE RIGHTS, LIMITATIONS, AND COMPULSORY

LICENSES . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 300

§ 8.02 INTRODUCTION TO THE EXCLUSIVE RIGHTS AND THEIR

LIMITATIONS . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 300

§ 8.03 THE COMPULSORY LICENSES AND THEIR

ADMINISTRATION . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 301

[A] What is a Compulsory License? . . . . . . . . . . . . . . . . . . . . . . . . . . . . 301

[B] Are the Compulsory Licenses Justifiable? . . . . . . . . . . . . . . . . . . . . . 302

[C] Administering the Compulsory Licenses; From the Copyright Royalty

Tribunal to Copyright Arbitration Panels . . . . . . . . . . . . . . . . . . . . . . 303

[D] The Current System (For Now): the Copyright Royalty Board . . . . . . . 305

Part II. THE REPRODUCTION AND ADAPTATION RIGHTS AND THEIR

LIMITATIONS . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 307

§ 8.04 THE REPRODUCTION RIGHT: GENERALLY . . . . . . . . . . . . . . . . . 307

[A] Fixation in a Copy or Phonorecord: Material and Temporal

Requirements . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 307

[B] The Reproduction Right and the Digital Challenge: The RAM Copy

Doctrine . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 308

[C] The Reproduction Right in Relation to the Other Exclusive Rights . . . . 310

§ 8.05 THE RIGHT TO PREPARE DERIVATIVE WORKS . . . . . . . . . . . . . . 310

[A] The Adaptation Right: Generally . . . . . . . . . . . . . . . . . . . . . . . . . . . 310

[B] The Adaptation Right and Cross Media Infringement . . . . . . . . . . . . . 311

[C] Infringement of the Adaptation Right: Fixation and Computer

Enhancements . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 312

[D] The Adaptation Right and Authorial Control . . . . . . . . . . . . . . . . . . . 313

Table of Contents

xvi



§ 8.06 LIBRARY PHOTOCOPYING UNDER § 108 . . . . . . . . . . . . . . . . . . . 315

§ 8.07 LIMITATIONS TO THE REPRODUCTION AND ADAPTATION

RIGHTS: EPHEMERAL RECORDINGS, § 112 . . . . . . . . . . . . . . . . . . 317

§ 8.08 LIMITATIONS TO THE REPRODUCTION AND ADAPTATION

RIGHTS: REPRODUCTION OF PICTORIAL, GRAPHIC, AND

SCULPTURAL WORKS IN USEFUL ARTICLES, § 113 . . . . . . . . . . . 319

§ 8.09 LIMITATIONS TO THE REPRODUCTION AND ADAPTATION

RIGHTS: SOUND RECORDINGS, § 114 . . . . . . . . . . . . . . . . . . . . . . 320

[A] The Independent Fixation Limitation . . . . . . . . . . . . . . . . . . . . . . . . 320

[B] Sampling . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 321

§ 8.10 LIMITATIONS TO THE REPRODUCTION AND ADAPTATION

RIGHTS: THE COMPULSORY LICENSE FOR MAKING AND

DISTRIBUTING PHONORECORDS (THE MECHANICAL

LICENSE), § 115 . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 322

[A] The Traditional “Mechanical License” . . . . . . . . . . . . . . . . . . . . . . . 322

[1] Generally . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 322

[2] How the Compulsory License Works . . . . . . . . . . . . . . . . . . . . . . . 323

[3] Where the Compulsory License Does Not Apply . . . . . . . . . . . . . . 323

[4] Procedures . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 324

[B] The Compulsory License for Digital Sound Recording Delivery . . . . . 325

[1] Generally . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 325

[2] The Terms and Operation of the Compulsory License . . . . . . . . . . . 326

§ 8.11 LIMITATIONS TO THE REPRODUCTION AND ADAPTATION

RIGHTS: COMPUTER USES, § 117 . . . . . . . . . . . . . . . . . . . . . . . . . . 327

§ 8.12 LIMITATIONS TO THE REPRODUCTION AND ADAPTATION

RIGHTS: ARCHITECTURAL WORKS, § 120 . . . . . . . . . . . . . . . . . . 330

§ 8.13 LIMITATIONS TO THE REPRODUCTION AND ADAPTATION

RIGHTS: REPRODUCTION FOR THE BLIND OR OTHER PEOPLE

WITH DISABILITIES, § 121 . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 331

Part III. THE DISTRIBUTION RIGHT AND ITS LIMITATIONS . . . . . . . . . 332

§ 8.14 THE DISTRIBUTION RIGHT: GENERALLY . . . . . . . . . . . . . . . . . . 332

§ 8.15 LIMITATIONS ON THE DISTRIBUTION RIGHT: THE FIRST SALE

DOCTRINE . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 334

[A] Generally . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 334

[B] Should the First Sale Doctrine Be Extended to Digital

Transmissions? . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 337

§ 8.16 MODIFICATIONS AND EXCEPTIONS TO THE FIRST SALE

DOCTRINE . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 338

[A] Record Rental . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 338

[B] Software Rental . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 339

[C] Importation of Copies and Phonorecords . . . . . . . . . . . . . . . . . . . . . . 340

[D] Imported Copies Legally Obtained Abroad: The Gray Market . . . . . . . 341

[E] The Right to Dispose of Copies or Phonorecords of a Restored

Table of Contents

xvii



Work . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 344

[F] The Resale Royalty Right (Droit de Suite) . . . . . . . . . . . . . . . . . . . . . 344

[G] The Public Lending Right . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 346

Part IV. THE PERFORMANCE AND DISPLAY RIGHTS AND THEIR

LIMITATIONS . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 347

§ 8.17 THE PERFORMANCE RIGHT: GENERALLY . . . . . . . . . . . . . . . . . . 347

§ 8.18 WHAT IS A PUBLIC PERFORMANCE OR DISPLAY? . . . . . . . . . . . 347

[A] Generally . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 347

[B] Performances in Places Open to the Public . . . . . . . . . . . . . . . . . . . . 348

[C] The Size and Composition of a Public Audience . . . . . . . . . . . . . . . . 349

[D] Transmission of a Work to the Public . . . . . . . . . . . . . . . . . . . . . . . . 349

[1] Early Interpretations Under the 1976 Act . . . . . . . . . . . . . . . . . . . . 349

[2] Performances by Transmission and Emerging Digital Technologies:

ABC, Inc. v. Aereo, Inc. . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 350

§ 8.19 NONPROFIT AND OTHER EXEMPTIONS TO THE PERFORMANCE

RIGHT, § 110 . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 352

[A] Generally . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 352

[B] Face to Face Teaching, § 110(1) . . . . . . . . . . . . . . . . . . . . . . . . . . . . 353

[C] Transmissions of Instructional Activities, § 110(2) . . . . . . . . . . . . . . . 353

[D] Religious Services, § 110(3) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 355

[E] Exemption for Certain Non Profit Performances, § 110(4) . . . . . . . . . . 356

[F] Incidental Public Reception and the Multiple Performance Doctrine,

§ 110(5) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 357

[1] From the 1909 Act to the Fairness in Music Licensing Act of 1998 . . 357

[2] The Multiple Performance Doctrine: The 1909 Act Background . . . . 358

[3] Incidental Public Reception under the 1976 Act as Originally Passed,

§ 110(5) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 359

[4] The § 110(5) Exemption in the Courts: Ambiguity and

Uncertainty . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 361

[5] The Fairness in Music Licensing Act of 1998 . . . . . . . . . . . . . . . . . 362

[a] The § 110(5)(B) Business Exemption . . . . . . . . . . . . . . . . . . . . . 362

[b] Section 110(5) and U.S. Obligations under the Berne

Convention . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 363

[G] Agricultural and Horticultural Fairs, § 110(6) . . . . . . . . . . . . . . . . . . 364

[H] Retail Sales of Sheet Music and Phonorecords, § 110(7) . . . . . . . . . . . 365

[I] Exemption for Transmissions of Nondramatic Literary Works to the

Handicapped, § 110(8) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 365

[J] Transmissions of Dramatic Works to the Handicapped, § 110(9) . . . . . 365

[K] Veterans and Fraternal Organizations, § 110(10) . . . . . . . . . . . . . . . . 365

[L] Muting and Skipping of Motion Picture Content for Private Home

Viewing . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 366

Table of Contents

xviii



§ 8.20 SECONDARY TRANSMISSIONS, § 111 . . . . . . . . . . . . . . . . . . . . . . 367

[A] Generally . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 367

[B] Overall Structure of § 111 . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 367

[C] General Exemptions, § 111(a) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 368

[1] Clause (1): Retransmissions to Private Lodgings . . . . . . . . . . . . . . . 368

[2] Clause (2): Instructional Transmissions . . . . . . . . . . . . . . . . . . . . . 368

[3] Clause (3): The Passive Carrier Exemption . . . . . . . . . . . . . . . . . . 368

[4] Clause (4): The Secondary Transmitter Exemption . . . . . . . . . . . . . 369

[D] The Compulsory License for Cable Systems, § 111(c) . . . . . . . . . . . . 369

[E] Reporting Requirements and Royalty Fees for Cable Systems,

§ 111(d) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 370

[F] The Computation and Distribution of Royalty Fees . . . . . . . . . . . . . . 371

[G] Afterthoughts: Is § 111 an Anachronism? . . . . . . . . . . . . . . . . . . . . . 372

§ 8.21 SATELLITE RETRANSMISSIONS . . . . . . . . . . . . . . . . . . . . . . . . . . 373

[A] Satellite Retransmissions for Private Home Viewing: § 119 Statutory

License . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 373

[B] Satellite Retransmissions Within Local Markets: § 122 . . . . . . . . . . . . 377

§ 8.22 THE JUKEBOX LICENSE . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 378

[A] The Rise and Fall of the Compulsory Jukebox License . . . . . . . . . . . . 378

[B] The Jukebox Licensing Procedure: A Voluntarily Negotiated

License . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 379

§ 8.23 PERFORMING RIGHTS SOCIETIES . . . . . . . . . . . . . . . . . . . . . . . . . 379

[A] Why They Are Needed: Capturing the Valuable But Elusive

Performance Right . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 379

[B] How They Operate: The ASCAP Model . . . . . . . . . . . . . . . . . . . . . . 380

[C] Dramatic (Grand Rights) and Non Dramatic (Small Rights) Performing

Rights . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 381

[D] Synchronization Rights . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 382

[E] Digital Network Transmissions . . . . . . . . . . . . . . . . . . . . . . . . . . . . 382

[F] Antitrust Problems . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 384

§ 8.24 THE COMPULSORY LICENSE FOR PUBLIC BROADCASTING,

§ 118 . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 385

§ 8.25 PERFORMANCE RIGHTS IN SOUND RECORDINGS

(NEIGHBORING RIGHTS) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 385

§ 8.26 THE DIGITAL PERFORMANCE RIGHT IN SOUND

RECORDINGS . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 387

[A] Introduction . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 387

[B] Highlights of the DPRSRA . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 388

[1] The Digital Audio Transmission Right of § 106(6) . . . . . . . . . . . . . 388

[2] The § 114 Amendments: Exemptions to the Right . . . . . . . . . . . . . . 389

[3] Compulsory Licensing Provisions . . . . . . . . . . . . . . . . . . . . . . . . . 389

[4] Protective Provisions . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 391

Table of Contents

xix



§ 8.27 THE RIGHT OF PUBLIC DISPLAY, § 106(5) . . . . . . . . . . . . . . . . . . . 391

§ 8.28 LIMITATIONS ON THE DISPLAY RIGHT . . . . . . . . . . . . . . . . . . . . 393

[A] Public Display of an Owned Copy, § 109(c) . . . . . . . . . . . . . . . . . . . 393

[B] Other Exemptions to the Display Right . . . . . . . . . . . . . . . . . . . . . . . 394

Part V. BEYOND CONVENTIONAL COPYRIGHT PROTECTION: THE

MORAL RIGHT . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 395

§ 8.29 THE MORAL RIGHT . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 395

[A] Generally . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 395

[B] Analogs of the Moral Right in State and Federal Law . . . . . . . . . . . . . 396

[C] State Art Preservation Acts . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 398

§ 8.30 COPYRIGHT PROTECTION OF MORAL RIGHTS: THE VISUAL

ARTISTS RIGHTS ACT OF 1990 (“VARA”) . . . . . . . . . . . . . . . . . . . 399

[A] Generally . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 399

[B] Summary of the Provisions of VARA . . . . . . . . . . . . . . . . . . . . . . . . 400

[1] Works Protected . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 400

[2] The Rights of Attribution and Integrity . . . . . . . . . . . . . . . . . . . . . 402

[a] The Attribution Right . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 402

[b] The Integrity Right . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 402

[3] Exceptions to the Attribution and Integrity Rights . . . . . . . . . . . . . . 403

[a] The Attribution Right . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 403

[b] The Integrity Right . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 403

[i] General Exemptions . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 403

[ii] Works Incorporated Into Buildings . . . . . . . . . . . . . . . . . . . . . 403

[iii] Scope and Exercise of Rights: Transfer and Waiver . . . . . . . . . 404

[iv] Duration of Rights . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 404

[v] Infringement and Preemption of State Law . . . . . . . . . . . . . . . 404

[C] VARA Applied: Carter v. Helmsley-Spear . . . . . . . . . . . . . . . . . . . . 405

[D] Beyond Moral Rights for Visual Artists? . . . . . . . . . . . . . . . . . . . . . . 406

Part VI. RIGHTS BEYOND COPYRIGHT IN THE DIGITAL AGE: THE

AUDIO HOME RECORDING ACT OF 1992 AND THE DIGITAL

MILLENNIUM COPYRIGHT ACT OF 1998 . . . . . . . . . . . . . . . . . . 407

§ 8.31 THE AUDIO HOME RECORDING ACT OF 1992 . . . . . . . . . . . . . . . 407

[A] The Challenge of Digital Recording Technology . . . . . . . . . . . . . . . . 407

[B] Provisions of the Audio Home Recording Act of 1992 . . . . . . . . . . . . 408

[C] The Audio Home Recording Act and Digital Hardware Devices . . . . . 409

§ 8.32 COPYRIGHT PROTECTION SYSTEMS AND COPYRIGHT

MANAGEMENT INFORMATION UNDER THE DIGITAL

MILLENNIUM COPYRIGHT ACT: THE BACKGROUND . . . . . . . . . 410

§ 8.33 SECTION 1201: THE PROHIBITION AGAINST MANUFACTURE

AND USE OF DEVICES TO DEFEAT COPYRIGHT PROTECTION

SYSTEMS . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 412

Table of Contents

xx



§ 8.34 TECHNOLOGICAL CONTROLS ON ACCESS: CIRCUMVENTION

BY CONDUCT . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 414

§ 8.35 TECHNOLOGICAL CONTROLS ON ACCESS: CIRCUMVENTION

BY TECHNOLOGY OR DEVICE . . . . . . . . . . . . . . . . . . . . . . . . . . . 415

[A] Technologies and Devices Covered by § 1201(a)(2) . . . . . . . . . . . . . . 415

[B] The Developing Case Law . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 416

[1] Constitutional Issues . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 416

[2] The Anticircumvention Provisions and the Protection of Durable

Goods Markets . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 417

§ 8.36 CIRCUMVENTION OF TECHNOLOGICAL MEASURES

PROTECTING RIGHTS OF A COPYRIGHT OWNER . . . . . . . . . . . . 418

§ 8.37 EXCEPTIONS TO THE PROHIBITION ON CIRCUMVENTION . . . . 419

§ 8.38 THE BASIC PROVISIONS OF § 1201: A SCHEMATIC

DIAGRAM . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 422

§ 8.39 THE PROTECTION OF COPYRIGHT MANAGEMENT

INFORMATION (“CMI”) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 422

[A] The Integrity of Copyright Management Information . . . . . . . . . . . . . 422

[B] Exemptions and Limitations . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 424

§ 8.40 CIVIL REMEDIES AND CRIMINAL PENALTIES . . . . . . . . . . . . . . . 424

Chapter 9 INFRINGEMENT AND REMEDIES . . . . . . . . . . . . . . . . 427

§ 9.01 INTRODUCTION AND CHAPTER OVERVIEW . . . . . . . . . . . . . . . . 427

Part I. INFRINGEMENT: SUBSTANTIVE ISSUES . . . . . . . . . . . . . . . . . . . 427

§ 9.02 THE ELEMENTS: OWNERSHIP, COPYING, AND IMPROPER

APPROPRIATION . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 427

§ 9.03 CIRCUMSTANTIAL PROOF OF COPYING: ACCESS AND

PROBATIVE SIMILARITY . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 429

[A] Access . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 429

[B] Probative Similarity . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 431

§ 9.04 IMPROPER APPROPRIATION . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 432

[A] The Requirement of Substantial Similarity . . . . . . . . . . . . . . . . . . . . 432

[B] Verbatim Similarity and Pattern Similarity Compared . . . . . . . . . . . . 433

[C] Verbatim Similarity . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 433

[D] Pattern Similarity . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 434

[E] Determining Pattern Similarity: The Learned Hand Abstractions

Test . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 434

[F] Applying the Abstractions Test to Computer Programs: From Whelan

Associates to Computer Associates (Altai) . . . . . . . . . . . . . . . . . . . . . 435

[G] De Minimis Copying . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 439

§ 9.05 IMPROPER APPROPRIATION IN THE LITIGATION PROCESS . . . . 439

[A] Generally . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 439

[B] The Ordinary Observer or Audience Test . . . . . . . . . . . . . . . . . . . . . 440

Table of Contents

xxi



[C] Bifurcated Tests: Arnstein and Krofft . . . . . . . . . . . . . . . . . . . . . . . . 442

§ 9.06 IMPROPER APPROPRIATION AND JUDICIAL CONTROL OVER

THE LITIGATION PROCESS . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 444

Part II. THIRD PARTY LIABILITY (CONTRIBUTORY INFRINGEMENT

AND VICARIOUS LIABILITY) INCLUDING THE LIABILITY

OF ONLINE SERVICE PROVIDERS UNDER THE DIGITAL

MILLENNIUM COPYRIGHT ACT . . . . . . . . . . . . . . . . . . . . . . . . . 446

§ 9.07 RELATED DEFENDANTS: CONTRIBUTORY INFRINGEMENT

AND VICARIOUS LIABILITY . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 446

[A] Generally . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 446

[B] Contributory Infringement: Causing, Contributing or Inducing the

Direct Infringer . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 447

[C] Applying Sony: Third Party Liability and Peer-to-Peer Filing

Sharing . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 449

[1] The P2P Challenge . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 449

[2] From Napster to Aimster: Differing Views on the Sony Rule . . . . . . 450

[3] Metro-Goldwyn-Mayer Studios, Inc. v. Grokster, Ltd.: Active

Inducement of Infringement . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 451

[4] The Future of P2P and the Sony Doctrine . . . . . . . . . . . . . . . . . . . . 452

[D] Vicarious Liability: The Right to Supervise and a Financial Interest . . . 453

§ 9.08 LIABILITY FOR THE ACTIVITIES OF ONLINE SERVICES . . . . . . . 454

[A] Background to the Passage of Title II of the Digital Millennium

Copyright Act . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 454

[B] Who are Online Service Providers? . . . . . . . . . . . . . . . . . . . . . . . . . 455

[C] Eligibility for the OSP Exemption: Threshold Conditions . . . . . . . . . . 455

[D] Safe Harbors . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 456

[1] Transitory Digital Network Communications: § 512 (a) . . . . . . . . . . 456

[2] System Caching: § 512(b) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 457

[3] Information Residing on Systems or Networks at Direction of Users:

§ 512(c) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 457

[a] Actual Knowledge, Red Flag Knowledge . . . . . . . . . . . . . . . . . . 458

[b] Notice and Takedown . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 459

[4] Information Location Tools: § 512(d) . . . . . . . . . . . . . . . . . . . . . . 461

[E] Subpoena to Identify Infringers: § 512(h) . . . . . . . . . . . . . . . . . . . . . 461

Part III. REMEDIES . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 462

§ 9.09 INJUNCTIVE AND OTHER COERCIVE RELIEF . . . . . . . . . . . . . . . 462

[A] In General . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 462

[B] Preliminary Injunctions . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 462

[C] Permanent Injunctions . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 464

[D] Impounding and Disposition of Infringing Articles . . . . . . . . . . . . . . . 466

§ 9.10 DAMAGES AND PROFITS: GENERALLY . . . . . . . . . . . . . . . . . . . . 467

Table of Contents

xxii



§ 9.11 ACTUAL DAMAGES AND PROFITS . . . . . . . . . . . . . . . . . . . . . . . . 467

§ 9.12 RECOVERY OF PROFITS . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 468

[A] Advantages to Claiming Lost Profits . . . . . . . . . . . . . . . . . . . . . . . . . 468

[B] Costs Defendant May Deduct . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 469

[C] Apportionment of Profits to Infringing Activity . . . . . . . . . . . . . . . . . 469

[D] Indirect Profits . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 470

§ 9.13 STATUTORY DAMAGES . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 471

[A] Overview of the Statutory Damage Remedy . . . . . . . . . . . . . . . . . . . 471

[B] Computing Statutory Damages: Statutory Maxima and Minima . . . . . . 472

[C] Multiple Works . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 473

[D] Multiple Plaintiffs and Defendants . . . . . . . . . . . . . . . . . . . . . . . . . . 474

[E] The Timing of the Election to Recover Statutory Damages . . . . . . . . . 475

§ 9.14 COSTS AND ATTORNEY’S FEES . . . . . . . . . . . . . . . . . . . . . . . . . . 476

§ 9.15 CRIMINAL PENALTIES . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 479

[A] Generally . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 479

[B] Willful Infringement for Commercial Advantage and Private Financial

Gain . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 480

[C] Criminal Liability Without a Profit Motive: No Electronic Theft

Act . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 480

[D] Criminal Liability for the Unauthorized Distribution of Prerelease

Commercial Works . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 481

[E] Other Criminal Penalties and Offenses . . . . . . . . . . . . . . . . . . . . . . . 481

[F] Criminal Penalties for Unauthorized Recording of Motion Pictures in

Theaters . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 482

Part IV. INFRINGEMENT: PROCEDURAL MATTERS . . . . . . . . . . . . . . . . 482

§ 9.16 JURISDICTION . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 482

[A] “Arising Under” Jurisdiction . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 482

[B] Supplemental Jurisdiction . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 483

[C] Personal Jurisdiction . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 486

§ 9.17 PLEADING, PROOF, JURY TRIALS . . . . . . . . . . . . . . . . . . . . . . . . . 487

[A] Pleading . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 487

[B] Burden of Proof . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 487

[C] Venue . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 489

[D] Cases Involving Both Patents and Copyright . . . . . . . . . . . . . . . . . . . 489

[E] Jury Trial . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 490

[1] Right to Trial by Jury: Legal, Equitable, and Mixed Relief . . . . . . . . 490

[2] The Special Problem of Statutory Damages . . . . . . . . . . . . . . . . . . 490

§ 9.18 PARTIES TO SUIT: PLAINTIFF’S STANDING . . . . . . . . . . . . . . . . . 491

§ 9.19 STANDING TO SUE FEDERAL AND STATE GOVERNMENTS . . . . 492

[A] Federal Government . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 492

[B] State Government: The Eleventh Amendment Issue . . . . . . . . . . . . . . 493

Table of Contents

xxiii



Chapter 10 FAIR USE AND OTHER DEFENSES TO COPYRIGHT

INFRINGEMENT . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 495

§ 10.01 INTRODUCTION AND CHAPTER OVERVIEW . . . . . . . . . . . . . . . . 495

Part I. FAIR USE: THE BACKGROUND . . . . . . . . . . . . . . . . . . . . . . . . . . . 495

§ 10.02 GENERALLY . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 495

§ 10.03 HISTORICAL ORIGIN OF THE DOCTRINE OF FAIR USE:

FOLSOM v. MARSH . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 496

§ 10.04 SECTION 107 OF THE 1976 ACT: GENERALLY . . . . . . . . . . . . . . . 497

§ 10.05 THE PREAMBLE TO § 107 . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 497

[A] In General . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 497

[B] Analyzing the Preamble: Productive/Transformative Uses . . . . . . . . . 498

[C] Economic Analysis of Fair Use: Of Transactions Costs and

Complementary Use . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 500

§ 10.06 THE FOUR CRITERIA . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 501

Part II. THE FOUR FACTORS INDIVIDUALLY EXAMINED . . . . . . . . . . . 503

§ 10.07 FIRST FACTOR: THE PURPOSE AND CHARACTER OF THE

USE . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 503

§ 10.08 SECOND FACTOR: NATURE OF THE COPYRIGHTED WORK . . . . 505

§ 10.09 THIRD FACTOR: THE AMOUNT AND SUBSTANTIALITY OF THE

PORTION USED IN RELATION TO THE COPYRIGHTED WORK

AS A WHOLE . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 507

§ 10.10 FOURTH FACTOR: THE EFFECT OF THE USE UPON THE

POTENTIAL MARKET FOR, OR VALUE OF, THE COPYRIGHTED

WORK . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 508

Part III. SPECIAL APPLICATIONS OF FAIR USE ANALYSIS: NEW

TECHNOLOGIES, PARODY, AND THE FIRST AMENDMENT . . . 510

§ 10.11 FAIR USE AND THE NEW REPRODUCTIVE TECHNOLOGIES:

VIDEOTAPING, PHOTOCOPYING, INTERNET FILE SHARING . . . 510

[A] Copyright and the New Reproductive Technologies: Generally . . . . . . 510

[B] Videotaping: The Betamax Case . . . . . . . . . . . . . . . . . . . . . . . . . . . . 511

[C] Photocopying: Williams & Wilkins . . . . . . . . . . . . . . . . . . . . . . . . . 512

[D] Internet File Sharing: A & M Records, Inc. v. Napster, Inc. . . . . . . . . 513

[E] Walking the Fair Use Tightrope: Case by Case Litigation Versus

Industry-Wide Resolution . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 515

§ 10.12 AVOIDING FAIR USE DETERMINATIONS: INDUSTRY-WIDE

RESOLUTION OF THE PHOTOCOPYING DILEMMA . . . . . . . . . . . 516

[A] Library Photocopying Under § 108 . . . . . . . . . . . . . . . . . . . . . . . . . 516

[B] Multiple Copies for Classroom Use . . . . . . . . . . . . . . . . . . . . . . . . . 517

[C] A Private Collecting Agency: The Copyright Clearance Center . . . . . . 518

Table of Contents

xxiv



§ 10.13 REVERSE ENGINEERING OF COMPUTER SOFTWARE: SEGA

ENTERPRISES LTD. v. ACCOLADE, INC. . . . . . . . . . . . . . . . . . . . . . 519

§ 10.14 THE PROBLEM OF PARODY . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 523

[A] Generally . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 523

[B] Parody and the Four Factors: Campbell v. Acuff-Rose . . . . . . . . . . . . 523

[C] How Much Can the Parody Take from the Original? . . . . . . . . . . . . . 524

[D] Parody and the Fourth Fair-Use Factor: Market Effect . . . . . . . . . . . . 526

[E] Does the Parody Have to Target the Copyrighted Work? . . . . . . . . . . . 526

§ 10.15 FAIR USE AND THE FIRST AMENDMENT . . . . . . . . . . . . . . . . . . . 528

[A] Generally: No Irreconcilable Tension . . . . . . . . . . . . . . . . . . . . . . . . 528

[B] The Merger of Idea and Expression . . . . . . . . . . . . . . . . . . . . . . . . . 529

§ 10.16 FAIR USE: A SYNTHESIS . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 530

Part IV. THE FUTURE OF FAIR USE . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 532

§ 10.17 FAIR USE IN THE DIGITAL NETWORK ENVIRONMENT . . . . . . . . 532

[A] The Background . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 532

[B] Fair Use and Technological Safeguards . . . . . . . . . . . . . . . . . . . . . . . 533

[C] Fair Use and The Digital Millennium Copyright Act . . . . . . . . . . . . . 534

[D] Mass Digitization and Fair Use: The Google Book Search Project . . . . 535

§ 10.18 FAIR USE IN COMPARATIVE PERSPECTIVE . . . . . . . . . . . . . . . . . 537

§ 10.19 INTERNATIONAL TREATIES AND THE FUTURE OF FAIR

USE . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 538

[A] The Berne Convention Challenge: The Tripartite Test of Article

9(2) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 538

[B] The TRIPS Challenge: Article 13 of the Agreement . . . . . . . . . . . . . . 539

Part V. OTHER AFFIRMATIVE COPYRIGHT DEFENSES . . . . . . . . . . . . . 540

§ 10.20 GENERALLY . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 540

§ 10.21 LEGAL AND EQUITABLE DEFENSES . . . . . . . . . . . . . . . . . . . . . . 541

[A] Statute of Limitations . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 541

[B] Laches and Estoppel . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 543

[C] Abandonment or Forfeiture of Copyright . . . . . . . . . . . . . . . . . . . . . . 544

[D] Misuse of Copyright . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 544

[1] The Misuse Doctrine: Its Patent Law Origins . . . . . . . . . . . . . . . . . 544

[2] Copyright Misuse: The Developing Case Law . . . . . . . . . . . . . . . . 545

[3] Copyright Misuse Reconsidered . . . . . . . . . . . . . . . . . . . . . . . . . . 547

[E] Fraud on the Copyright Office . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 548

[F] Innocent Intent . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 549

Table of Contents

xxv



Chapter 11 COPYRIGHT LAW IN A FEDERAL SYSTEM:

PREEMPTION OF STATE LAW . . . . . . . . . . . . . . . . . . 551

§ 11.01 INTRODUCTION AND CHAPTER OVERVIEW . . . . . . . . . . . . . . . . 551

Part I. PREEMPTION BEFORE THE 1976 ACT . . . . . . . . . . . . . . . . . . . . . 553

§ 11.02 THE MISAPPROPRIATION DOCTRINE AND OTHER STATE

ATTEMPTS TO PROTECT INTELLECTUAL PROPERTY: THE 1909

ACT BACKGROUND . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 553

[A] Two Divergent Tendencies . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 553

[B] The Classic Statement: The INS Case . . . . . . . . . . . . . . . . . . . . . . . . 553

§ 11.03 PREEMPTION REBORN: SEARS AND COMPCO . . . . . . . . . . . . . . . 555

§ 11.04 THE AFTERMATH OF SEARS AND COMPCO . . . . . . . . . . . . . . . . . 556

Part II. PREEMPTION UNDER § 301 OF THE 1976 ACT . . . . . . . . . . . . . . 558

§ 11.05 SECTION 301: GENERALLY . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 558

§ 11.06 RIGHTS EQUIVALENT: THE LANGUAGE OF THE STATUTE AND

THE LEGISLATIVE HISTORY . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 560

[A] Rights Equivalent: The Peculiar Structure of § 301 . . . . . . . . . . . . . . . 560

[B] The Legislative Odyssey of § 301 . . . . . . . . . . . . . . . . . . . . . . . . . . . 561

§ 11.07 RIGHTS EQUIVALENT: THE CASE LAW APPLYING § 301 . . . . . . 562

[A] The Extra Elements Approach . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 562

[B] Preemption of State Contract Law . . . . . . . . . . . . . . . . . . . . . . . . . . 565

[C] Reconciling § 301(a) and the Supremacy Clause . . . . . . . . . . . . . . . . 567

§ 11.08 THE NECESSARY RETURN TO TRADITIONAL PREEMPTION

ANALYSIS: FOUR EXAMPLES . . . . . . . . . . . . . . . . . . . . . . . . . . . . 568

[A] State Anti-Blind-Bidding Statutes . . . . . . . . . . . . . . . . . . . . . . . . . . . 568

[B] State Law Conferring Broader or Narrower Rights . . . . . . . . . . . . . . . 569

[C] Are Rights Equivalent to Those Provided Under §§ 107-121? . . . . . . . 570

[D] The California Resale Royalty Act . . . . . . . . . . . . . . . . . . . . . . . . . . 570

[E] State Misappropriation Law and the “Partial Preemption Doctrine”:

NBA v. Motorola . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 571

§ 11.09 SUBJECT MATTER: THE SECOND REQUIREMENT FOR

PREEMPTION OF STATE LAW . . . . . . . . . . . . . . . . . . . . . . . . . . . . 573

[A] Non-Original Works and Works in the Public Domain or Excluded by

§ 102(b) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 573

[B] Subject Matter Which Congress Could Have, But Did Not, Include . . . 574

§ 11.10 NON-PREEMPTED WORKS . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 575

§ 11.11 OTHER PREEMPTION PROVISIONS OF THE COPYRIGHT

ACT . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 576

[A] The Visual Artists Rights Act of 1990: § 301(f) . . . . . . . . . . . . . . . . . 576

[B] The Architectural Works Protection Act of 1990: § 301(b)(4) . . . . . . . 576

Table of Contents

xxvi



Chapter 12 AN OVERVIEW OF INTERNATIONAL

COPYRIGHT . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 577

§ 12.01 INTRODUCTION AND CHAPTER OVERVIEW . . . . . . . . . . . . . . . . 577

Part I. THE MAJOR INTERNATIONAL TREATIES INVOLVING

COPYRIGHT . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 578

§ 12.02 GENERALLY . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 578

§ 12.03 THE UNIVERSAL COPYRIGHT CONVENTION (“U.C.C.”) . . . . . . . 579

[A] Generally . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 579

[B] Basic Provisions of the U.C.C. . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 579

[1] General Obligations . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 580

[2] Basis of Protection . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 580

[3] Formalities . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 580

[4] Minimum Term of Protection . . . . . . . . . . . . . . . . . . . . . . . . . . . . 580

[5] Exclusive Rights . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 580

[6] Berne Safeguard Clause . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 581

[C] The Paris Revision of the U.C.C. . . . . . . . . . . . . . . . . . . . . . . . . . . . 581

§ 12.04 THE BERNE CONVENTION . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 582

[A] Generally . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 582

[B] Berne Convention: Summary of Its Basic Provisions . . . . . . . . . . . . . 582

[1] Subject Matter . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 582

[2] Basis of Protection . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 583

[3] Preclusion of Formalities . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 583

[4] Minimum Term of Protection . . . . . . . . . . . . . . . . . . . . . . . . . . . . 584

[5] Exclusive Rights . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 584

§ 12.05 U.S. ENTRY INTO BERNE . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 585

[A] Generally . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 585

[B] The Berne Convention Implementation Act of 1988 . . . . . . . . . . . . . . 586

[1] Formalities . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 586

[2] Architectural Works . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 588

[3] Jukebox Compulsory License . . . . . . . . . . . . . . . . . . . . . . . . . . . . 588

[4] Works in the Public Domain: Retroactivity . . . . . . . . . . . . . . . . . . 588

[5] Copyright Infringement Remedies . . . . . . . . . . . . . . . . . . . . . . . . . 589

[C] Benefits to American Authors and Copyright Owners from Berne

Membership . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 589

§ 12.06 UPDATING THE BERNE CONVENTION: WIPO COPYRIGHT

TREATIES . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 590

[A] From the Berne Protocol to the New WIPO Treaties . . . . . . . . . . . . . . 590

[B] Overview of the WIPO Copyright Treaty and the WIPO Performances

and Phonograms Treaty . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 590

[C] U.S. Participation in the New Order . . . . . . . . . . . . . . . . . . . . . . . . . 591

§ 12.07 OTHER COPYRIGHT-RELATED CONVENTIONS . . . . . . . . . . . . . . 592

Table of Contents

xxvii



[A] Convention for the Protection of Producers of Phonograms Against

Unauthorized Duplication of Their Phonograms (The Geneva

Phonograms Convention) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 592

[B] Brussels Satellite Convention . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 592

[C] Copyright in the Americas: Buenos Aires Convention . . . . . . . . . . . . 593

Part II. FOREIGN AUTHORS AND CONFLICTS OF LAW IN

INTERNATIONAL COPYRIGHT . . . . . . . . . . . . . . . . . . . . . . . . . . 594

§ 12.08 FOREIGN AUTHORS . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 594

[A] Unpublished Works . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 594

[B] Published Works: The Five Bases for Protection in § 104(b) . . . . . . . . 594

§ 12.09 THE EXTRATERRITORIAL APPLICATION OF U.S. LAW TO

FOREIGN INFRINGING ACTS . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 596

§ 12.10 CHOICE OF FORUM AND CHOICE LAW IN INTERNATIONAL

COPYRIGHT . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 597

[A] Choice of Forum and the Application of Foreign Copyright Law by

U.S. Courts . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 597

[B] Choice of Law Rules in International Copyright Conflicts . . . . . . . . . . 598

[1] Choice of Law Rules and National Treatment . . . . . . . . . . . . . . . . . 598

[2] Choice of Laws Regarding Issues of Ownership and

Infringement . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 599

[3] Choice of Law Rules Governing Contracts and Choice of Law

Clauses . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 600

[4] The Public Policy of the Forum and its Effect on Choice of Law

Rules: Huston v. La Cinq . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 600

§ 12.11 RECOGNITION AND ENFORCEMENT OF FOREIGN

JUDGMENTS . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 601

Part III. TRADE REGULATION AFFECTING INTERNATIONAL

COPYRIGHT MATTERS . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 603

§ 12.12 INFRINGING IMPORTATION OF COPIES OR

PHONORECORDS . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 603

[A] Sections 602 and 603 of the 1976 Copyright Act . . . . . . . . . . . . . . . . 603

[B] Section 337 of the Tariff Act of 1930: The U.S. International Trade

Commission . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 604

[C] Broad Based Trade Legislation . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 606

Part IV. MULTILATERAL AND REGIONALAPPROACHES TO

INTERNATIONALCOPYRIGHT PROTECTION . . . . . . . . . . . . . . 607

§ 12.13 BEYOND THE INTERNATIONAL TREATIES: A WTO

SOLUTION . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 607

[A] The Shortcoming of the International Treaties . . . . . . . . . . . . . . . . . . 607

[B] From the GATT to the World Trade Organization . . . . . . . . . . . . . . . 608

[C] Intellectual Property Under the WTO: The TRIPS Agreement . . . . . . . 609

Table of Contents

xxviii



[D] TRIPS and the Berne Convention . . . . . . . . . . . . . . . . . . . . . . . . . . . 610

§ 12.14 REGIONAL INTEGRATION AND COPYRIGHT LAW: THE

EUROPEAN UNION AND NAFTA . . . . . . . . . . . . . . . . . . . . . . . . . . 611

[A] The European Union (“EU”) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 611

[B] The North American Free Trade Agreement (“NAFTA”) . . . . . . . . . . 613

TABLE OF CASES . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . TC-1

INDEX . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . I-1

Table of Contents

xxix




